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IN THE UNITED 



STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 

David KAMfjlER 

Serial No.: 10/769,176 

j 

FUed: January 29, 2-1)04 

For: EFFICIENT SERVICE 

REGISTRATION FOR LEGACY 
APPLICATIONS !N|a 
BLUETOOTH ENVIRONMENT 

i 



Commissioner for Patents I 

RO. Box 1450 

Alexandria, VA 22313-1450 



Customer No,; 
Confirmation No,: 
Group Art Unit: 
Examiner: 

Attorney Docket No*: 



49,637 

7805 

2682 

Milord, Marceau 



3l95.PALM,PSLCON 
OfQce Action dated: March 14, 2006 



AMENDMENT AND RESPONSE TO OFFICE ACTION 



Dear Sir: 



Prior to examination of this application and in response to the Office Action dated March 
14, 2006, please amend the application a$ shown herein. 

Amendments to the Qaims are reflected in the listing of claims which begins on page 2 
of this paper. 



Remarks/Arguments 



7egin on page 6 of this paper. 



CERjrinCATE OF MAILING UNDER 37 CFR §1,8 

I hereby certify that this document (along with any refen^d to as being attached or enclosed) is being deposited vnUi 
the United States Postal Service on dtie date shown below with sufQcient postage as First Class mail in an envelope 
addressed to flie Cominissioner for ijatents, P.O. Box 1450, Alexandria, VA 22313-1450. 



Date 



Reena Kuyper 
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Application No.: 

Reply to Office Action of: 



10/769,176 
March 14, 2006 



EXHIBIT B 



IN THE CLAIMS; 

A complete set of the glaUs is included below, reflecting added subject matter 
(underlining) and deleted subjec t matter (strikethrough), as well as the current status of each 
claim. This listing of claims will replace all prior versions, and listings, of claims in the 
application: 

1. (Original) &i a v ireleiss device having a transceiver, a method for providing a 
service record for an appUcation running on a virtual serial port, said method comprising the 



steps of: 



a) executing said application, wherein said application is a legacy application 

I 

operable to commmicatb with a peripheral device over a serial connection; 

b) opening a virlaal serial port for said application, wheiem said viitual serial port 
is opened by a virtual se rial port driver and wherein said virtual serial port emulates said 
serial connection; 

c) creating a service record corresponding to said application; and 



d) registering in 



said service record a service name identifying said application. 



wherein said service name is provided by said virtual serial port driver 

i 

2. (Original) The mefliod as recited in Claim 1 wherein said wireless device is a 
Bluetooth-enabled device. 



3 . (Original) The method as recited in Claim 2 wherein said service record is a 
Service Discovery Protocol service record. 
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4. (Original) The 
is substantially compliant with 



5. (Origjnai) The 



step of: 



step of: 



stq>of: 



] nethod as recited in Claim 2 wherein said virtual serial port driver 
the RFCOMM protocol and comprises a port emulation entity. 

I 

I 

fnethod as recited in Claim 4 wherein said step b) coxnprises the 



bl) selecting a bIfCOMM channel number for said virtual serial port. 



I 

I 

6- (Original) The Inefhod as recited in Claim 5 wherein said step d) comprises the 



I 

iJf( 



including said RFCOMM channel number in said service name. 



7. (Original) The method as recited in Claim 1 wherein said step d) comprises the 



deriving said service name from a name for said s^lication. 



8. (Original) The [method as recited in Claim 1 wherein said step d) comprises the 



step of: 



using a default name for said service name. 



9* (Original) A wjureless device comprising: 
a bus; 
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EXHIBIT B 



a wireless transceiver \init coupled to said bus and for communicating wilii other 
I 

wireless devices; 

a processor coupled to said bus; and 

a memory unit coupled to said bus and comprising processor instructions for 
performing a method fol providhig a service record for an appUcation running on a 
virtual serial port, said method comprisbg the steps of: 

a executing said application, wherein said application is a legacy 
applicatiim operable to communicate with a peripheral device over a serial 
connectojr; 

b I opening a virtual serial port for said application, wherein said 
virtual s4rial port is opened by a virtual serial port driver and wherein said 
virtual sirial port emulates said serial connector; 

c| creating a service record corresponding to said application; 

I 

and 

I 

d!) registering in said service record a service name identifying aid 
applicati|on, wherein said service name is provided by said virtual serial 
port driver. 



10. (Origmajl, 
and said other wireless 



I) The wireless device of Claim 9 wherein said wireless device 
devices are Bluetoofh-cnabled devices- 
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1 1 . (Original) The wireless device of Claim 1 0 wherein said service record is 
a Service Discovery Projtocol service record. 

12. (Original) The wireless device of Claim 10 wherein said virtual serial pdif 
driver is substantially compliant with the RFCOMM protocol and comprises a port 
emulation entity, 

13 (Original) The wireless device of Claim 12 wherein said step b) of said 

method comprises the step of: 

b1) selecting a RFCOMM channel number for said virtual serial port 



14. (Origina 



comprises said RFCOMM channel number 



) The wireless device of Claim 13 wherein said service name 



15, (Origini) The wireless device of Qaim 9 wherein said service name is 
derived from a name fJr said application. 

16. (Original) The wireless device ofClaim 9 wherein said service name is a 
default name- | 

I 

17-24. (Cancelk) 
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j REMARKS 

This amendment is responsive to the Office Action dated March 14, 2006. In fte office 
action the Examiner rejected claims I and 9 under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 of U.S. Patent No, 6,826,387 
(application serial no. 09/728,025) to Kanmi6r. The Examiner acknowledges that the conflicting 
claims are not identical, but takes the position that the claims presented here are notpatentably 
distinct from those that issued in U-S. Patent No. 6,826,387. 

In particular, with resplct to the claims presented here, the Examiner takes the position 
that steps are shown in the pricr patent to Kammcr (U.S, Patent No. 6,826,387), Although the 
Applicant believes that the claims presented here are different, to expedite allowance of this 
application, he is submitting a terminal disclaimer. This tenninal disclaimer is submitted to 
overcome the obviousness type double patenting rejection. With this terminal disclaimer, the 
owner or assignee with 100 peircent interest in this application disclaims (under the conditions 
indicated in the terminal disclaimer) the terminal part of the statutory term of any patent granted 
on the instant application, which would extend beyond the expiration date of the full statutory 



term of prior patent 6,826,387. 



The Examiner is respectfully requested to withdraw his rejection 



of the claims pending in this application and to allow them. 

35 VS.a § 103 Rejections 

The Examiner has rejec}ted claims 1-16 under 35 U,S,C § 103(a) as being unpatentable 
over Singhal et al. (U.S. Patenij No. 6,633,761) in view of Shustcr et al. (U,S, Patent No. 
6,633,761). The Examiner takes the position that Singhal et al., discloses all the claimed 
elemeats other than die feature of a transceiver comprising the step of executii^ an application, 
wherein die application is a legacy application operable to commimicatc with a peripheral device 
over a serial connection. The Examiner relies on Schuster et aL, for filling that void, taking the 
I position that Schuster et al-, is Ifrom the same field of endeavor. Applicant respectfully submits 

that there is no suggestion in Smghal et al. that invites a combmation in t^^ 
Examiner suggests. Apphcant respectfully traverses that it would have been obvious to combine 
■ the references as the Examiner suggests and urges the Examiner to reconsider the rejections in 
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claim limitations must be taught or suggested by the prior art. 
MPEP § 2 143.03 The establish nent of a prima facie case of obviousness requires that the 
claimed combination cannot chinge the principle of operation of the primary reference or lender 
the reference inoperable for its intended purpose. MPEP § 2143.03 

To resolve the issue of JatentabiUty based on obviousness, the Examiner must not only 
look ft, the teaching in the assented references that meets the claimed limitations, but must also 
point to the motivation in the aiserted references that invites a combination in the event one 
tcfermce is devoid of a partic Jar teaching Simply using the benefit of hindsight in combining 
references is improper. In re iL, 277 F3d 1338, 1342-45 (Fed. Cir, 2002); In re Deminski, 796 
P.2d 436, 442 (Fed. Cir, 1986)1 Rather, obviousness is to be determined fix)m the vantage point 
of a hypothetical person havin] ordinary skill in the art to which the patent pertains. See 35 
U.S.C. § 103(a). The legal coJstmct also presumes that all prior art references in Oie field of the 
invention are available to this iypotbetical skilled artisan. In re Carlson, 983 F.2d 1032, 1038, 
25 USPQ 2d 1207, 1211 (Fed. pr. 1993). 

An examiner may ofleri find every element of a claimed invention in the prior art 
*'Virtually all [inventions] are combinations of old elements." Environmental Designs. Ltd. V. 
Union Oa Co.. 713 F.2d 693, 698, 218 USPQ 865, 870 (FedCir. 1983); see also Richel. Inc. v. 
Sunspool Corp,, 714F,2d 157^ 1579-80. 219 USPQ 8, 12 (FedCir. 1983). If identification of 
each claimed dement in the Jior art weie sufficient to negate patentability, very few patents 
Trt)uld ever issue. Furthennorl, rejecting patents solely by finding prior ait corollaries for the 
claimed elements would permit an examiner to use the claimed invention itself as a blueprint for 
piecing together elements in tie prior art to defeat the patentability of the claimed invention. 
Such an s?»proach wouldbe "Jn Ulogical and inappropriate process by which to determine 



patentability." Sensonics, Inc 



v.Aerosonic Corp., 81 F.3d 1566. 1570, 38 U.S.P.Q.2d 1551, 
1554 CFed.Car.1996). In othei words, *e examiner must show reasons that tiie skilled artisan, 
confronted with the same proMems as the inventor and with no knowledge of the claimed 
invention, would select the elements fi^m the cited prior art references for combination in the 

i 

manner claimed. j — ■ 
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Conclusiott 

All Of the stated groundls of rejection have been properly traversecl, accoinniodated, or 
rendered moot. Applicant therefore respectfully requests that the Examiner reconsider all 
presently outstanding rejections, and diat they be wiflidrawn. The Examiner is invited to 
telephone the undersigned repr tentative if an interview might expedite allowance of this 
application. I 



nated' September 14. 2006 

9255 Sunset Blvd, Suite 810 
Los Angeles, CA 90069 
(310)247-2860 



Respectfully submitted, 
BERRY & ASSOCIATES P-C 

Bv! /ReenaKuvper/ 



ReenaKuyper 
Registration No. 33,830 
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